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Opi nion by Hairston, Adm nistrative Trademark Judge:

This is an appeal fromthe Tradenark Exam ning
Attorney’'s final refusal to register the mark PALETTE MATCH
for “interactive conputer prograns and conputer software
for use in creating, displaying and visualizing paint

col ors and decorating features.”?!

! Serial No. 75/860,737, filed Novenber 30, 1999. The
application is based on an intent-to-use under Trademark Act
Section 1(b).
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Regi stration has been refused under Section 2(e)(1) of
t he Trademark Act, 15 U. S.C. 81052(e)(1), on the ground
that, as applied to the identified goods, the mark is
merely descriptive of them

Bot h applicant and the Exam ning Attorney have filed
briefs, but an oral hearing was not requested.

According to the Exam ning Attorney, applicant’s
conputer software is designed to “provide consuners wth
t he neans of determning a range of contrasting or
conpl enentary col ors based on a consuner’s selection of a
color or colors.” Thus, the Exam ning Attorney argues that
t he mark PALETTE MATCH descri bes the function of
applicant’s goods which is to establish “the palette or
range of colors that ‘work’ or match with a given col or
choice.” (Brief, p. 3).

I n support of the refusal to register, the Exam ning
Attorney made of record definitions of the words “pal ette”

and “match” taken from Merriam Webster’s Col | egi ate

Dictionary (10'" ed. 1993). The word “palette” is defined

as “1: a thin oval or rectangular board or tablet that a
pai nter holds and m xes pignments on; the set of colors put
on the palette; 2: a particular range, quality, or use of
color; a conparable range, quality, or use of available

el ements especially in another art (nusic).” The word
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“match” is defined as, inter alia, “a pair suitably
associ ated (carpet and curtains are a ~).” |In addition,
the Exam ning Attorney submtted excerpts fromthe NEXI S
dat abase wherein the words “palette” and “match” are used
in connection with paints and/or hone decorating.? The
followi ng are representati ve exanpl es:

If this is a crusade, its nost effective weapon

may be the conputer. Austin sees a designer

bei ng able to select two distinct colors and the

conmput er producing a conplete palette to match

the colors of |eaves, bark, nulch, paving,

garden furniture, house trimand the rest.
(The Olando Sentinel; June 5, 1999);

In the kitchen, a 1930’ s turquoi se Hoosi er
cabinet (a free-standing pantry) is filed with
Fiesta ware, the colorful dinnerware fromthe
1930’s. “You could say the Fiesta ware i s our
color palette — we match everything in the house
toit,” Bert said.

(The Baltinore Sun; April 18, 1999); and

2 W note that the Exanmining Attorney did subnmit several Nexis
excerpts wherein the words “palette” and “match” are used in
connection with conputer software. It would appear fromthese
articles that the word “pal ette” has becone a termof art in the
conputer field that is inmediately identifiable with subsets of

di spl ayable colors. In fact, one excerpt the Trademark Exam ni ng
Attorney pulled froman Apple Mici ntosh Wb site uses the exact
conbi nation (“palette match”) in a highly technical sense to
explain Mac’s routine for managi ng the colors of pixels between
di fferent conputerized applications.

Wi | e applicant’s goods are conputer software, these highly
techni cal excerpts from Nexis have little probative val ue because
both words in applicant’s mark are being used in the nore
traditional senses of these words, nanely “palette” to suggest a
conbi nation of colors and “match” as a verb form neani ng “provide
a harnoni ous counterpart.” Applicant is not using this
designation in the highly technical context of conputer graphics
system software finding the closest or best avail abl e pi xel
col ors.
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In real life, he has desi gned his getaway for
easy upkeep. The retreat is done in a sandy
pal ette that matches his pet Wi maraner. It

does have white fl oors.
(The Washi ngt on Post; August 20, 1998).

Further, the Examining Attorney submitted the follow ng
i nformati on about applicant’s goods downl oaded from
applicant’s Wb site:

Wth Palette Match, a click of your nopuse can

find the color you want and tell you where to

get it before you open a single can of paint.

Your ol d paintbrush could never do that.

| s choosing the right paint color giving you

a headache? W’ve made choosing a paint

systematically sinple. By grouping our paints

into four distinct color collections and

di viding theminto convenient color palettes,

choosing the right paint color has never

been easier.

Based on the foregoing, the Exam ning Attorney argues
that the mark PALETTE MATCH is nerely descriptive of the
i dentified goods.

In response to this refusal, applicant argues that its
mark is at nost suggestive of the identified goods. In
particul ar, applicant maintains that its conputer program
W Il provide consuners with the ability to view contrasting
and conpl enentary col ors based on a single color selection.

However, applicant argues that its goods are not intended

to “match any color palette in any manner.” (Brief, p. 7).
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A mark is nmerely descriptive if it forthwith conveys
an imedi ate idea of the ingredients, qualities or
characteristics of the goods or services. 1In re Abcor
Devel opnment Corp., 616 F.2d 525, 200 USPQ 215 ( CCPA 1978).
Moreover, in order to be descriptive, the mark nust
i medi ately convey information as to the ingredients,
qualities or characteristics of the goods or services with
a “degree of particularity.” Plus Products v. Mdical
Modal ities Associates, Inc., 211 USPQ 1199, 1204-05 (TTAB
1981); Holiday Inns, Inc. v. Mnolith Enterprises, 212 USPQ
949, 952 (TTAB 1981); In re TM5 Corp. of the Anmericas, 200
USPQ 57, 59 (TTAB 1978); and In re Diet Tabs, Inc., 231
USPQ 587, 588 (TTAB 1986).

| f, however, when the goods or services are
encountered under a mark, a nultistage reasoni ng process,
or resort to imagination is required in order to determ ne
the attributes or characteristics of the product or
services, the mark is suggestive rather than nerely
descriptive. See In re Abcor Devel opnent Corp., supra at
218; and In re Atavio, 25 USPQ2d 1361, 1362 (TTAB 1992).
To the extent that there is any doubt in drawing the |line
of demarcation between a suggestive nmark and a nerely
descriptive one, such doubt is to be resolved in

applicant’s favor. In re Atavio, supra at 1363.
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Most of the Nexis excerpts nade of record by the
Exam ning Attorney nerely show the words “pal ette” and
“match” in close proximty with one another, and not as a
single term Moreover, except for references to
applicant’s conputer program none of these excerpts relate
to a paint vendor providing an interactive tool for retail
pai nt custonmers. Certainly, there is nothing in the record
to suggest that conpetitors need to use this exact
term nology to describe their own interactive, colorization
pr ogr ans.

In our view, a visitor to applicant’s web site would
not obtain an i medi ate idea of the particular nature of
applicant’s conmputer prograns for use in creating,

di spl ayi ng and visualizing pai nt colors and decorati ng
features upon seeing the mark PALETTE MATCH used in
connection therewith. Rather, PALETTE MATCH used for such
conputer progranms requires a multistage reasoni ng process
before one is able to determ ne the specific nature of the
goods. For exanple, the homeowner, interior decorator or
pai nting contractor visiting applicant’s Wb site chooses a
color fromanong the various color collections (or

“pal ettes”) offered by applicant and then applicant’s
conmput er program selects a limted nunber of trimcolors to

“mat ch” the main col or chosen by the prospective custoner.
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Accordi ngly, because PALETTE MATCH does not
i mredi ately describe with particularity the nature of

applicant’s goods, it is not nerely descriptive of them

Deci sion: The refusal to regi ster under Section

2(e) (1) of the Act is reversed.



